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DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 9 through 15, which are all of the clains

pending in the application.
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Claims 9 and 14, which are illustrative of the subject
matter on appeal, read as foll ows:

9. A biologically pure culture of asporogenous strain
Bacillus subtilis SM5275, suitable for use as a host conponent
in a host-vector system characterized in that said stain
[sic] has a frequency of reversion to spore forners of |ess
than 108 plasmd stability, genetic markers |eu, pyrDl, apr-,
npr- and spoll:D [sic], and is deposited as CBS 432. 90.

14. A process for the production of a heterol ogous
pol ypeptide or protein or a precursor thereof, conprising the
steps of:

a) transform ng an asporogenous strain Bacillus subtilis
SMS275 with a plasm d vector containing a gene coding for a
het er ol ogous pol ypeptide or protein or a precursor thereof,

wherei n said asporogenous strain Bacillus subtilis SMs5275
is characterized in that it has a frequency of reversion to
spore formers of less than 108 plasmd stability, genetic
markers leu, pyrDl, apr-, npr- and spoll:D [sic], and is
deposited as CBS 432. 90;

b) culturing the transfornmed asporogenous strain Bacillus
subtilis of step (a) in a suitable culture nedium containing a
carbon source, a nitrogen source, mneral salts, |eucine and
uracil; and

(c) recovering said heterol ogous pol ypeptide or protein
or a precursor thereof.

The references relied on by the exam ner are:

Young et al. (Young) 4,302, 544 Nov. 24, 1981
Dean et al. (Dean '235) 4, 450, 235 May 22, 1984
Dean et al. (Dean '236) 4, 450, 236 May 22, 1984
Dean et al. (Dean '773) 4,465,773 Aug. 14, 1984
Furutani et al. (Furutani) 5, 015, 574 May 14, 1991
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(filed Nov. 20, 1986)
Grandi et al. (G andi) 5,047, 333 Sep. 10, 1991
(filed Dec. 22, 1988)

Mount ai n WD 89/ 04866 Jun. 1, 1989
(PCT patent application)

Kat hl een Sandnman et al. (Sandman), "Cenetic Anal ysis of
Bacillus subtilis spo Mutations CGenerated by Tn91l7- Medi at ed
| nsertional Mitagenesis,” 117 Genetics 603-17 (Dec. 1987)

The issues presented for review are: (1) whether the
exam ner erred in rejecting clainms 9 through 13 under
35 U.S.C. 8§ 112, first paragraph, as based on a non-enabling
di scl osure; (2) whether the exam ner erred in rejecting claim
9 under 35 U. S.C. 8 103 as unpatentabl e over Young, Dean '235,
Dean ' 236, or Dean '773, either of those "primary" references
considered in view of Sandman and Muntain; and (3) whether
the exam ner erred in rejecting clains 10 through 15 under
35 U.S.C. §8 103 as unpatentabl e over Young, Dean '235, Dean
' 236, or Dean '773, either of those "primary" references
considered in view of Sandman, Muntain, and "further in view

of" Furutani or G andi.
On consideration of the record, we reverse the exam ner's

rej ections.
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DI SCUSSI ON

Initially, we note that the recitation "spoll:D" in
clains 9 and 14 appears to be incorrect. W believe that
appel lants intend "spoll:D," consistent with the description
in the specification, page 5, line 9 and wth the recitation

of an asporogenous strain of Bacillus subtilis. On return of

this application to the Exam ning G oup, we recomrend t hat
both appellants and the exam ner clarify this matter.

Clainms 9 through 13 stand rejected under 35 U.S.C. § 112,
first paragraph, as based on a non-enabling disclosure.
According to the exam ner, the specification does not teach
how to nake the clainmed biologically pure culture of

asporogenous strain Bacillus subtilis SM5275, suitable for use

as a host conponent in a host-vector system W disagree.
As set forth in the specification, page 4, fourth
par agr aph:

An asporogenous nutant of B.subtilis which overcones
t he probl ens descri bed above has now been i sol at ed.
This nutant, known as SMS275, has been deposited on
Cctober 5, 1990 at the Centraal bureau Voor

Schi mel cul tures where it received the nunber CBS
432. 90.
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The deposit nunmber CBS 432.90 is also recited in independent
claim9, and the exam ner does not contend that appellants
fail to conply with the appropriate regul ati ons governing the
deposit of biological materials. See 37 CFR 8 1.801 et seq.
On these facts, we find that appellants' deposit satisfies the
statutory requirenment for patentability under 35 U.S.C. § 112,
first paragraph.

The exam ner argues that the clainmed biologically pure

cul ture of asporogenous strain Bacillus subtilis SMS275 has a

frequency of reversion to spore forners of |ess than 108 and
that the specification fails to teach how to nake an

asporogenous strain of Bacillus subtilis having that

characteristic. In our judgnent, however, the exam ner has
not provi ded adequate reasons expl ai ni ng why any person
skilled in the art would doubt the truth or accuracy of

appel lants' statenment in the specification that their

bi ol ogically pure culture of asporogenous strain Bacillus
subtilis SM5275 has a frequency of reversion to spore formers

of less than 108 See In re Arnbruster, 512 F.2d 676, 677-78,

185 USPQ 152, 153 (CCPA 1975). Accordingly, the exam ner has

not established a prima facie case of |ack of enabl enent and

-5-
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we find it unnecessary to discuss the Grandi Decl arati on,
filed under the provisions of 37 CFR § 1. 132 and executed
February 15, 1994, relied on by appellants as rebutting any

such prim facie case.

The rejection of clains 9 through 13 under 35 U S. C
§ 112, first paragraph, is reversed.

Respecting the rejections of clains 9 through 15 under
35 U.S.C. 8 103, appellants argue that Young, Dean ' 235,
Dean ' 236, and Dean ' 773 discl ose asporogenous strains of

Bacillus subtilis having a reversion frequency "as |ow as 10™

but no lower. See the Appeal Brief, pages 7 and 12. The

exam ner acknow edges that this is the case, i.e., that the

"primary" references teach asporogenous strains of Bacillus
subtilis having reversion frequencies "as low as 10" but no
| oner. Neverthel ess, the exam ner states that "it remains
uncl ear that the strain clainmed by appellants has a | ower
reversion rate than those disclosed in any of the cited
references" (Exam ner's Answer, page 11, |ast paragraph).

I n resol ving questions of obviousness, one nust consider
the clained subject matter as a whole. 35 U.S.C. § 103.
Here, each independent claimexpressly recites the

- 6-
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asporogenous strain Bacillus subtilis SMs5275 having a

frequency of reversion to spore forners of less than 108 It
is apparent, therefore, that the clained strain of Bacillus
subtilis has a |lower reversion rate (frequency of reversion to
spore fornmers of |less than 108 than those strains disclosed
in the "primary" references (frequency of reversion to spore
formers as low as 107). \Were, as here, the exam ner does not
adequately consider all of the claimlimtations, and does not
adequat el y consider the claimed subject matter as a whol e,
this constitutes reversible error and we shall not sustain the

prior art rejections under 35 U. S.C. § 103.
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Furthernore, having carefully reviewed the record, we
believe that the exam ner has engaged in a hindsight
reconstruction of the clainmed invention, using the applicants
specification as a tenplate and selecting elenents fromthe
references to fill the gaps. This is inpermssible. See In

re Gorman, 933 F.2d 982, 987, 18 USPQ2d 1885, 1888 (Fed. GCr

1991). In our judgnment, the exam ner relies on hindsight in
arguing that a person having ordinary skill would have been
led from"here to there," i.e., fromthe asporogenous strains

of Bacillus subtilis disclosed in the prior art to the

asporogenous strain Bacillus subtilis SMS275 recited in the

appeal ed clains. The latter strain has a frequency of

reversion to spore formers of less than 108 plasmd

stability; and five specifically recited genetic narkers.
The rejections of clainms 9 through 15 under 35 U. S.C.

§ 103 are reversed.

CONCLUSI ON

In conclusion, for the reasons set forth in the body of
this opinion, we do not sustain the rejection of clainms 9
t hrough 13 under 35 U.S.C. § 112, first paragraph, as based on

- 8-
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a non-enabling disclosure. Further, we do not sustain the

rejections
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of clainms 9 through 15 under 35 U . S.C. 8§ 103 as unpatentabl e
over the cited prior art.

The exam ner's decision rejecting clains 9 through 15 is

reversed.
REVERSED
SHERVAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
|
DOUGLAS W ROBI NSON ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
HUBERT C. LORIN )
Adm ni strative Patent Judge )
SDW cl m
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Sughrue, M on, Zinn, McPeak
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